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Applicant requests review of the final rejection in the above-identified application. No amendments are being filed 
with this request. 



This request is being filed with a notice of appeal. 



The review is requested for the reason(s) stated on the attached sheet(s). 
Note: No more than five (5) pages may be provided. 



I am the 

^ ^| applicant/inventor. 

□ assignee of record of the entire interest. 
See 37 CFR 3-71. Statement under 37 CFR 3.73(b) Is enclosed. 
(Form PTOASB/96) 

fy^f attorney or agent of record. BS3 
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PRE-APPEAT BRTEE REQ rTEST FOR REVIEW 



Sir: 



This Request is in response to the Examiner's Office Action mailed November 6, 2006 and to the 
Examiner's Final Office Action mailed July 31, 2006. 



Remarks/Arguments begin on page 2 of this paper. 



PAGE 5/9*RCVDAT 12/1312006 9:28:11 AM [Eastern Standard Time] 1 SVR:USPT0-EFXRF-1/1 ' DNIS:2738300* CSID:4168680673* DURATION (mm-ss):02-56 



Dbc-13-06 09:22am From-MC TET SERVICES 



416 668 0673 



T-162 P 006/009 F-727 



2- 



Please note 



RffMARKS/AWCUMENTS 



that a Notice of Appeal and the appropriate fee have been filed with this Request. 



Please note that the present application is not under Final rejection. However, the claims to which the 
Office Action of November 6, 2006 are directed are the same as those to which the Final Office 
Action Of July 31, 2006 are directed. The Applicant has been informed by the Patent Office that a 
Pre-Appeal Brief Request For Review may be filed under these circumstances. 

The following are the errors in the Examiner' s rejections and/or the Examiner' s omissions of one or 
more essential elements needed for a prima facie rejection for which the Applicant respectfully 
requests review: 

First 

On page 2 of the Office Action of November 6, 2006, the Examiner maintains that Claim 45 is 
directed to a different invention than Claims 1-1 5. The Examiner has therefore refused to continue 
the examination of Claim 45. However, the Examiner has not addressed the fact that he has already 
provided an initial examination of Claim 45 in his Office Action of February 24, 2006. The 
Applicant responded to the Examiner's rejection of Claim 45 in the Applicant's Amendment/Reply 
of May 11,2006. 

The Applicant respectfully submits mat the Examiner made an error in not continuing with the 
examination of Claim 45. 

Second 

For reference, on pages 4-8 of the Office Action of November 6, 2006, the Examiner has rejected 
Claims 1-4, 6-15, and 45 under 35 USC 103(a) as being unpatentable over United States Patent 
Application Publication No. 2002/0062245 by Niu et al. ("Niu et al .") in view of United States 
Patent No. 6 r 590,583 to Soohoo et al. ("Soohoo") and United States Patent No. 6,584,237 to Abe 
("Abe"). Furthermore, the Examiner has rejected Claim 5 under 35 USC 103(a) as being 
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vm patentableoverNiuet^ 

2002/0038257 by Joseph et al. ("Joseph et al »)- The Examiner's arguments on pages 4-8 of the 
Office Action of November 6, 2006 are the same as those presented in the previous Office Action of 
February 24, 2006. 

Now, in the "Response to Arguments" section on pages 2-4 of the Office Action of November 6, 
2006, the Examiner provides additional new arguments stating: 

"This is a 103 rejection. Abe discloses magnifying the image. Abe discloses an expanded- 
image generating apparatus is provided for original image data, in which a plurality of pixels 
is arranged in a matrix, so as to obtain expanded-image data partitioned into a plurality of 
blocks, each of which is composed of a plurality of pixels When the magnifying power 
regarding at least one of a direction along width and a direction along length in the original 
image data is set, a pixel arranging processor arranges each pixel in the original image data 
at a position corresponding to a center position of each of the plurality of blocks in 
accordance with the magnifying power. The expanded image data corresponding to the 
magnifying power is generated at pixel generating positions corresponding to the each block 
by applying a fluency transform to each pixel in the original image data at the position. . . 

Soohoo discloses a method for digital image magnification in a graphical user interface is 
disclosed. In contrast with prior methods which magnify a selected region of an original 
image without preserving its context, the present method provides a method for 
magnification that allows simultaneous viewing of the magnified image and its unmagnified 
context In a preferred embodiment, the method provides a floating window superimposed 
on an original image. Displayed within the floating window is a magnified image of a 
selected region of the original image. The floating window is centrally positioned over the 
selected region. In one aspect of the invention, the floating window is partially transparent 
so that portions of the original image within the floating window are displayed in a faint 
manner in comparison to portions of the original image outside the floating window. As the 
selected region i s moved , typical ly by a user-controlled pointing device, the floating window 
also moves. The combination of these references discloses the claim limitations. - 
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21 12[R3] Requirement of Rejection Based on mherency; Burden of Proof.. .The express, 
implicit, and inherent discloses of a prior art reference may be relied upon in the rejection of 
claims under 35 U.S.C 102 or 103. 'The inherent teaching of a prior art reference, a 
question of fact, arises both in the context of anticipation and obviousness.' In re Napier, 
55F.3d 610, 613, 34 USPQ2d 1782, 17S4 (Fed. Or. 1995) (affirmed a 35 U.S.C 103 
rejection based in part on inherent disclosure in one of the references). See also in re 
Grasselli, 713 F. 2d 731, 739, 218,USPQ 769, 775 (Fed, Or. 1983)-" 

Thus, the Examiner arguesthata^^^ 
matter of Claim 1 . 

The requirements for a rejection based on inherency are set out in Section 21 12 of the USPTO's 
"Manual of Patent Examination Procedure". In order to establish mherency, the Examiner must 
provide rationale or evidence tending to show inherency. On page 2100-48 (first column, second 
paragraph) of Section 21 12. Ex pane Levy is quoted as follows: "In relying upon the theory of 
inherency, the examiner must provide abasis in fact and/or technical reasoning to reasonably support 
the determination that the allegedly inherent characteristic necessarily flows from the teachings of 
the applied prior art." 

However, in the above selection from the Office Action of November 6, 2006, the Examiner has 
neither stated which element of Claim 1 is inherently disclosed by Abe and Soohoo nor provided 
rationale as to how the element "necessarily flows" from the teachings of Abe and Soohoo. 

The Applicant respectfully submits that Examiner has erred in his application of the doctrine of 
inherent disclosure to Claim 1 and/or has not established the necessary elements for rejecting Claun 
1 under the doctrine of inherent disclosure. 
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1 32006 

The Applicant respectfully requests that a timely Notice of Allowance be issued in this case. 

Respectfully submitted, 
McCarthy Tetrault LLP 



Date: December 9, 2006 By 




Joseph P. Conneely 
Registration No. 54,883 
Telephone: 416-601-8179 
Fax: 416-868-0673 



McCarthy Tetrault LLP 
Box 48, Suite 4700 
66 Wellington Street West 
Toronto Dominion Bank Tower 
Toronto, Ontario, Canada 
M5K 1E6 
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